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DETAILED ACTION 

REMARKS 

Claims 2-14, 16 and 19-31 are currently pending with claims 6, 9, 16 and 27 
being withdrawn, claims 12, 14, 19 and 24 being amended, and claims 28-31 being new 
claims. In summary, claims 2-5, 7, 8, 10-14, 19-26 and 28-31 will be examined on the 
merits. 

The objection to the drawings cited in the previous Office action has been 
withdrawn in light of Applicants' arguments. 

The objection to claims 18 and 19 cited in the previous Office action has been 
withdrawn in light of Applicants' arguments and amendments. However, the objection to 
claims 21 and 22 are maintained. 

The double patenting rejection cited in the previous Office action has been 
withdrawn in light of the Terminal Disclosure filed by Applicants. 

The claim rejection under 35 U.S.C. section 112 cited in the previous Office 
action has been withdrawn in light of the amendments. 

Despite Applicants' arguments, the art rejections are maintained. 

Claim Objections 

Claims 21 and 22 are objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claims, or amend the claims to place the claims in 
proper dependent form, or rewrite the claims in independent form. 
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The limitations recited in claims 21 and 22 are already recited in claim 24. 
Although claim 24 recites the act of "elongating" whereas claims 21 and 22 recite the 
act of "stretching", the two terms appear to be identical in scope. In addition, the 
Specification does not distinguish the difference between the terms. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 19 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 19 recites the limitation "the functioning substrate". 
There is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 2-5, 7, 8, 10-14, 19-26 and 28-31 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Agrawal et al. (US 7,195,872 B2). 

Agrawal et al. disclose a substrate comprising a textured surface for conducting 
chemical and biological reactions. The textured surface is formed by microfeatures, 
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which increase surface area for conducting reactions (see Abstract). The microfeatures 
can be integral with the substrate or be made from a material different from the 
substrate (see lines 10-17, col. 17). The substrate and the microfeatures can be a 
thermoplastic organic polymer such as polyethylene, polystyrene and PTFE, which is 
inherently hydrophobic (see lines 17-35, col. 12) or a metal (see lines 50-65, col. 4). The 
shape of the microfeatures can be a cone or a pillar (see lines 55-60, col. 4). The 
microfeatures that form the textured surface can have an aspect ratio less than 10. 
Specifically, the microfeatures can comprise heights between 0.1 to 100 microns and 
cross-sections between 0.01 to 500 sq. microns (i.e. about 0.035 microns to 25 microns 
in diameter if the shape of the microfeature is cylindrical), and the spacing between the 
microfeatures can be equivalent to the cross-sectional dimensions of the microfeatures, 
which can range from about 0.035 to about 25 microns if the shape of the microfeature 
is cylindrical (see lines 18-22, col. 19). The microfeatures can be modified by a coating 
(see lines 39-67, col. 28), or functionalized with biomolecules such as nucleic acid and 
peptides to facilitate reactions (see lines 47-65, col. 5). In another embodiment, two 
substrates 901 and 902 are stacked, comprised of layers of microfeatures (see Fig. 9). 

It should be noted that claims 20 and 24 are product-by-process claims. "Even 
though product-by-process claims are limited by and defined by the process, the 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
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Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). Because Agrawal et 
al. disclose all the structural limitations of the product, it is considered prior art. 

Even if the process of making the product did further limit or define the product, 
Agrawal et al. disclose that the microfeatures can be formed by compression molding 
(see line 59, col. 16), which is the process that the claims appear to recite. Although the 
reference does not explicitly disclose the steps of the compression molding, it is well 
known in the art that compression molding comprises the steps of pressing a mold onto 
molding material such that the molding material develops the negative shape of the 
mold, and separating the mold from the molding material. 

With respect to claim 10, the claim recites a method step of "lacking" to form 
clearances, which does not limit the structure of the claimed substrate. 

Claim 14 recites intended use of the claimed biochip. Specifically, the claim 
recites the act of providing the claimed invention in a flow path. It should be noted that 
limitations directed towards intended use do not have patentable significance. 

Response to Arguments 

Applicants' arguments with respect to the art rejections have been fully 
considered but they are not persuasive. 

1) Applicants argue that Agrawal et al. do not disclose the claimed thermoplastic 
organic polymers because Agrawal et al. generally refer to polymers that can be used to 
form the microfeatures. This argument is not persuasive because the degree of 
specificity of a reference is irrelevant with respect to whether it is applicable as a 35 
U.S.C. section 102 reference as long as the disclosure of the reference anticipates the 
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claim limitations. The claims recite that the microfeatures are formed from a 
thermoplastic organic polymer, and Agrawal et al. disclose that the microfeatures can 
be formed from PTFE and polyethylene, which are thermoplastic organic polymers. 

2) Applicants argue that Agrawal et al. fail to disclose the act of elongating the 
micro pillars. This argument is not persuasive because the limitation is a product by 
process limitation. It should be noted that the process by which a product is formed is 
not patentably significant if the product disclosed by prior art is identical to the claimed 
product. In this case, the claimed micro pillars does not appear to be distinguishable 
from the pillars disclosed by Agrawal et al. Moreover, the Specification of the application 
discloses that the elongation is accomplished by pressing a resin in a mold comprising 
pits and separating the resin from the mold, wherein the act of removing the resin 
inherently stretches or elongates the resin. Agrawal et al. disclose that the 
microfeatures can be formed by compression molding, which is the process (i.e. 
pressing a resin against a mold having depressions) that the claims appear to recite. 
Therefore, it is also inherent that the molding disclosed by Agrawal et al. also comprises 
the stretching or elongating step that is recited in the claims. 

3) Applicants argue that Agrawal et al. do not disclose the aspect ratio recited in 
the claims. Applicants argue that Agrawal et al. disclose a maximum aspect ratio of less 
than about 10 with a height of about 0.1 to 100 microns, whereas the claims recite an 
aspect ratio of four or more. This argument is not persuasive because the disclosure of 
Agrawal et al. anticipates the claim limitations. It is evident that any aspect ratio 
between 0-10 is within the range disclosed by Agrawal et al. 
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4) Applicants argue that the micro pillars are formed by etching or embossing, 
whereas the claimed micro pillars are formed by molding. This argument is not 
persuasive because, as addressed above, the process by which a product is formed is 
not patentably significant if the product disclosed by prior art is identical to the claimed 
product. Furthermore, Agrawal et al. disclose that the microfeatures can be formed by 
compression molding. 

5) Applicants argue that even if Agrawal et al. do disclose compression molding, 
the reference still fails to disclose the act of elongating or stretching the micro pillars. 
This argument is not persuasive because, as partly addressed above, the act of 
stretching/elongating appears to be an inherent consequence of compression molding. 
In other words, there is no evidence in the Specification of the application that suggests 
that an additional stretching or elongating step is accomplished separate from the step 
of removing the resin from the mold. According to the Specification, when the 
thermoplastic resin is separated from the thin film, the resin naturally stretches (see 
lines 16-20, col. 8 of the Specification). Claims 30 and 31 even recite that the' 
stretching/elongating of the micro pillars is due to the nature of the polymer (e.g. 
polyethylene, polystyrene) used to form the micro pillars, and not due to a separate 
stretching/elongating step. Because the stretching is an inherent outcome of 
compression molding of certain polymers, it is inherent that the polymers disclosed by 
Agrawal et al. (e.g. polyethylene and polystyrene) are also stretched when they are 
removed from the mold. 
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6) Applicants argue that Agrawal et al. do not disclose that the microfeatures are 
self-supporting, as recited in claim 2. Although Agrawal et al. do not explicitly disclose 
that the microfeatures are self-supporting, it is evident from the disclosure and the 
Drawings that they are self-supporting. The microfeatures disclosed by Agrawal et al. do 
not require a supporting stricture. 

7) Applicants argue that Agrawal et al. do not disclose the limitations recited in 
claims 4 and 5. This argument is not persuasive because Agrawal et al. disclose that 
the microfeatures can be in the shape of a cone, as indicated in the rejection above. A 
cone anticipates the shape recited in claims 4 and 5. 

8) Applicants argue that Agrawal et al. do not disclose the limitations recited in 
claim 7. This argument is not persuasive because Agrawal et al. disclose that the 
microfeatures can be made from PTFE, which is well known to be hydrophobic. 

9) Applicants argue that Agrawal et al. do not disclose the limitations recited in 
claim 8. This argument is not persuasive because Agrawal et al. disclose that the 
microfeatures can be coated with metal, as indicated in the rejection above. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul S. Hyun whose telephone number is (571)-272- 
8559. The examiner can normally be reached on Monday-Friday 8AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on (571)-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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